
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address; COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


09/161,401 


09/28/1998 


MITSUMASA SUGIYAMA 


862.2471 


7599 



5514 7590 04/18/2007 

FITZPATRICK CELLA HARPER & SCINTO 
30 ROCKEFELLER PLAZA 
NEW YORK, NY 10112 



EXAMINER 




COLBERT, ELLA 




ART UNIT 


PAPER NUMBER 



3694 



SHORTENED STATUTORY PERIOD OF RESPONSE 



MAIL DATE 



DELIVERY MODE 



3 MONTHS 



04/18/2007 



PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 



If NO period for reply is specified above, the maximum statutory period v^ill apply and will expire 6 MONTHS 
from the mailing date of this communication. 



PTOL-90A (Rev. 10/06) 



t 



Office Action SummBry 


Application No. 

09/161,401 


Applicant(s) 

SUGIYAMA. MITSUMASA 


Examiner 

Ella Colbert 


Art Unit 

3694 





" The MAILING DATE of this communication appears on the cover sheet )/vith the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED {35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b), 

Status 

1 )K Responsive to communication(s) filed on 23 January 2007 . 
2a)\3 This action is FINAL. 2b)|EI This action is non-fihal. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex pa/te Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1 . 4-6, 12,15-17, 23, 26 and 29 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) |E1 Claim(s) 1, 4-6, 12, 15-17. 23, 26, and 29 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)n The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing{s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
B)D All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) H Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement{s) {PTO/SB/08) 5) O Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) D Other: . 
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DETAILED ACTION 

1. Claims 1,4-6, 12, 15-17, 23, 26, and 29 are pending. Claims 1,4,5, 12, 15-17, 
23, 26, and 29 have been amended in this communication filed 01/23/07 entered as 
Response After Non-Final Rejection and Letter Requesting Interview With Examiner. 

2. The claim objections for claims 1, 4, 5, 6, 12, 15, and 16 have been overcome by 
applicants' amendment to claims 1, 4, 5, 6, 12, 15, and 16 and is hereby withdrawn. 

3. The 35 USC 1 1 2 first paragraph rejection for claims 1,12,17, and 26 has been 
overcome by Applicants' amendments and is hereby withdrawn. 

Claim Objections 

4. Claims 1,12, and 26 is objected to because of the following informalities: Claim 
1 , the last claim limitation on page 2 recites "wherein said copying means ... to any of 
the attribution items". Do Applicants' mean "wherein said copying means ... to any of 
the attribute items"? Claims 12, 23, 26, and 29 have a similar problem. 

Claim 12 and claim 26 are in improper method claim format. For a claim to be in proper 
method claim format the claim should begin with an "ing" word at the beginning of the 
claim limitation. Claim 12 should begin with "copying data in a first copying step 
selected from determining in a determination step if each of the attribute items of 
attribute information and copying in a second copying step content data of an 

attribute item ". Claim 26 has a similar problem. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1,12, 23, 26, and 29 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claims 1,12, 23, 26, and 29 contain a clause of intended use in the independent 
claims which renders the claims indefinite. Specifically, claim 1 after the third claim 
limitation recites "wherein said second copying means copies the content data and the 
item ... of the second database to the predetermined item in a predetermined format 
which...". 

The Examiner considers these limitations to only recite what is expected to 
happen, a desired result, or an intended use. The MPEP discusses a type of limitation 
in reference to "wherein" clauses. MPEP § 21 1 1 .04 states: 

Claim scope is not limited by claim language that suggests or makes optional but 
does not require steps to be performed, or by claim language that does not limit a claim 
to a particular structure. However, examples of claim language, although not 
exhaustive, that may raise a question as to the limiting effect of the language in a claim 
are: 

(A) "adapted to" or "adapted for" clauses; 

(B) "wherein" clauses; and 
(C ) "whereby" clauses. 
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Claims 4-6 and 15-17 are also rejected because they depend from a rejected 
base claim. 

37 CFR 1.105 

Applicants and the assignee of this application are required under 37 CFR 1.105 
to provide the following information that the Examiner has determined is reasonably 
necessary to the examination of this application. In response to this requirement, 
please state the specific improvements of the subject matter in claims 1, 4-6, 12, 15-17, 
23, 26, and 29 over the disclosed prior art and indicate the specific elements in the 
claimed subject matter that provide those improvements. For those claims expressed 
as means or steps plus function, please provide the specific page and line numbers 
within the disclosure that describe the claimed structure and acts. The information 
requested of the inventor and the assignee as per MPEP §704.10 and 37 CFR 1.105 
(a)(1) is as follows: 

(1) Translation of all submitted Japanese documents into English. In particular the 
Office Action dated October 12, 2004 and The Final Rejection dated January 21, 2005 of 
Japanese Paten Application No. 09-267277 are needed in order to make a patentability 
determination. 

(ii) Commercial Databases 

(iii) Search 

(iv) Related Information 

(v) Information used to draft application 

(vi) Information used in invention process 
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(vii) Improvements 

(viii) In Use 

(x) Technical information known to applicant 

In responding to those requirements that require copies of documents, where the 
document is a bound text or a single article over 50 pages, the requirement may be met 
by providing copies of those pages that provide the particular subject matter indicated in 
the requirement, or where such subject matter is not indicated, the subject matter found 
in applicant's disclosure. 

This requirement is an attachment of the enclosed Office action. A complete 
reply to the enclosed Office action must include a complete reply to this requirement. 
The time period for reply to this requirement coincides with the time period for reply to 
the enclosed Office action. 

Inquiries 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ella Colbert whose telephone number is 571-272-6741 . 
The examiner can. normally be reached on Monday, Tuesday, and Thursday, 5:30AM- 
3:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on 571-272-6712. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 09/161,401 



Page 6 



Art Unit: 3694 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



April 11, 2007 




PRIMARY EXAMINER 



